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DETAILED ACTION 

1 . This is in response to the amendment filed 07/24/08. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-50 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gregorek et al. (US 5,557,658) (hereafter Gregorek) in view of He (US 5,642,407). 

Regarding claim 18, Gregogrek discloses all claimed subject matter "means for 
suppressing at least one audio tone notifying a user of a receiving communications 
device that a connection is in the process of being established; and means for 
substituting information unrelated to the at least one suppressed audio tone to a user of 
the receiving communications device while the connection is in the process of being 
established" in Abstract; col. 2, line 62 to col. 3, line 12. Further, Gregorek discloses the 
substitute information based "upon the user's preference" in col. 2, lines 24-29; col. 13, 
lines 54-60. 

Gregogrek differs from the claimed invention in that it doesn't teach the claimed 
subject matter "wherein the information is automatically configured based upon a 
profiled the user generated by monitoring the user's use of the communication device 
and the user's preference". However, in the same field of endeavor, He teaches such 
claimed subject matter in col. 1, lines 51-59; col. 3, lines 26-56; col. 4, line 46 to col. 8, 
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line 12. Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time of the invention to incorporate the teaching of automatically presenting 
advertisement to caller according to caller's "profile" into Gregorek to further optimize 
the efficiency of the advertisement. 

Regarding claim 1, see claim 18 above. Further, He further suggests the 
teaching of the claimed subject matter "the information is downloaded during a 
completed communication immediately preceding the connection being established" in 
col. 3, line 26 to col. 6, line 58. That is, He stores records in the predicate table. These 
records relates to particular caller and are loaded during a connection is being 
established. Therefore, it would have been easily realized by one skilled in the art that 
those records could have included one "during a completed communication immediately 
preceding the connection being established". 

Regarding claim 34, see claim 18 and similar analogy with that in claim 1 
applies. 

Regarding claims 30, 17, 35, see claim 1 above. 

Regarding claims 19, 2, 36, Gregogrek further discloses "the information 
includes advertisements, music, movie clips, news headlines, sports scores, stock 
quotes, weather, time of day, calendar reminders, horoscopes, messages, and 
inspirational sayings" in col. 12, lines 17-27. 

Regarding claims 20, 3, 37, Gregogrek further discloses "the information is 
conveyed in audio, visual, or audio-visual format to the user" in col. 12, lines 17-27. 
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Regarding claims 21, 4, 38, He further discloses "wherein the information 
comprises verbal messages describing the connection process" in Table 1 . 

Regarding claims 22, 5, 39, He further discloses "wherein the information ... 
display associated with the at least one communication device" in col. 6, lines 14-16. 

Regarding claims 23-29, 31-33, 6-16, 40-50, these claimed subject matter 
would have been easily realized by one skilled in the art at the time of the invention as 
preference/application specific based on the aforementioned combination. That is, in 
the aforementioned combination, while establishing a connection, action is executed 
from an action list in relation to the caller attributes. He lists some of the action that 
could be taken in Table 1 , however, there actions are merely examples, one skilled in 
the art would have easily realized that any other appropriate actions could have been 
included, depending each particular situation, so as to maximize the revenue generation 
during the time the connection is being established. 

Response to Arguments 
4. Applicant's arguments filed 07/24/08 have been fully considered but they are not 
persuasive. 

Applicant, on pages 12-13 of the REMARKS, has argued: 

"Claims 1-50 have been rejected as being obvious over Gregorek and He. 
Gregorek describes transmitting pre-recorded announcements during a telephone call 
to the caller in lieu of dial tone, ring back, or busy signals. All the independent claims 
(claims 1, 17, 18, 34, and 35) call for automatically configuring the information based 
upon a profile generated by monitoring the user's use of the device and/or the user's 
preferences. This feature, as conceded by the Office Action, is not taught or suggested 
by Gregorek. However, the Office Action asserts that it is disclosed by He at Col. 1, 
lines 51-59; Col. 3, lines 26-56 and Col. 4, lines 46-Col. 8, line 12. 
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He describes a system for an audio response to the caller of an unsuccessful 
connection attempt. He does not disclose configuring substitute information based on a 
profile of the user from monitoring the user's use of the device, rather it describes a 
process for deciding which calls should be selected as unsuccessful calls (Col. 1, lines 
55-56; Col. 3, lines 30-31) and is concerned only with unsuccessful attempts at 
connection. Thus, it does not teach configuring information which is substituted while 
the connection is being established, and does not use a user profile generated by 
monitoring the user's use of the communication device. The passage at Col. 1, lines 51- 
59 cited by the Office Action merely describes playing audio advertisements to 
selected callers of unsuccessful attempted connections and identifying which callers 
should be selecting unsuccessful callers to be played ads but does not describe 
configuring information to be presented, or a profile generated by monitoring the user's 
use or the user's preferences. The cited passage at Col. 3, lines 26-56 merely describes 
a predicate action table which identifies specific callers based on attributes associated 
with an unsuccessful attempted connection. Again, there is no mention of configuring 
information, or a profile based on monitoring user's use or preferences, only description 
of identifying selected callers of unsuccessful attempts. Further, the table lists only 
messages indicating no connection can be made (i.e., line is busy) and thus does 
not describe information to be substituted while the connection is being established. The 
cited passages at Col. 4, lines 46 to Col. 8, line 12 merely describes the process of 
selecting a caller for a busy message after the determination that no connection can be 
made (i.e., the line is busy). Thus, there is no disclosure in He of configuring 
information to be substituted while the connection is being established or of a profile- 
based on monitoring user's use of the communication device and the user's 
preferences. Thus, the combination of Gregorek and He does not teach all of the 
claimed features of the independent claims." 

On the outset, Gregorek and He both seek to provide advertisements as a 
revenue supplement during period that a call is being established. This includes when 
the callee is busy; off-hook; temporarily switch to a different call; unsuccessful! calls; 
etc. (Gregorek; col. 1, lines 23-63; He, col. 2, lines 34-37). Therefore, an unsuccessful! 
call is clearly a result of one of the above condition, thus He also directs to the same 
field as that of the present claimed invention. Moreover, applicant has argued "He does 
not disclose configuring substitute information bases on a profile of the user from 
monitoring the user's use of the device; rather it descirbes a process for deciding which 
calls should be selected as unsuccessful! calls" "and is concerned only with 
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unsuccessful! calls". However, He discloses "configuring substitute information" by 
determining first a condition and associated action list to be executed (col. 1 , lines 54- 
65; Table 1 ). Generally, the predicate action table defines a list of actions that 
corresponds to specified conditions (col. 3, lines 26-27). Further, caller attributes and 
telephone call attributes are monitored and utilized for setting conditions and actions to 
be taken (col. 4, line 64 to col. 5, line 34; col. 3, lines 3, lines 27-53; col. 5, lines 48-57). 
In summary, He explicitly discloses "configuring substitute information bases on a profile 
of the user from monitoring the user's use of the device". 

Applicant further has argued, on page 13 of the REMARKS: 

"With regard to claim 18 and the dependent claims 19-33, the claims call for 
suppressing tones of a user of a receiving communication device, and substituting to a 
user of the receiving communication device. Gregorek and He do not disclose this 
feature. Gregorek concerns providing announcements to the caller not the receiving 
device, Col. 3, lines 4-5; He also does not concern or describe substituting information 
to a receiving device. Thus, claim 18 and dependent claims 19-33 are further 
distinguishable over the cited references for this reason." 

However, Gregorek and He both directs to method for replacing the dial tone, 

which would have been normally sent to the party initiating a connection, with other 
information, i.e. advertisements (Gregorek; Abstract; col. 2, lines 11-15; col. 3, lines 47- 
51; He; col. 6, lines 59-61; col. 8, lines 5-7). 
On pages 13-14, applicant has argued: 

In addition, independent claims 1,17, and 35 call for downloading the information 
during an immediately preceding communication. This feature is not disclosed by 
Gregorek or He. The Office Action asserts that He suggests this in Col. 3, line 26 to Col. 
6, line 58, because He stores records in the predicate table which relate to the caller 
and are loaded during a connection. However, as described above, these records are 
not information substituted while the connection is being established, nor is there any 
disclosure that they are downloaded during a completed communication immediately 
preceding the connection being established. In He there is no connection being 
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established, it has been determined that a connection cannot be established. Further, 
He describes the predicate list and its maintenance in detail, but never mentions or 
suggests that it or any information to be substituted is downloaded during a preceding 
completed communication. Thus, independent claims 1,17, and 35 and dependent 
claims 2-16 and 36-50 are believed to be further distinguishable over the cited 
references for this reason." 

As explained previously, the records themselves are not the "substitute 

information", however, based of those records, conditions and actions to be taken are 

defined. The kind of action to be executed, which details the "substitute information", is 

directly related to "an immediately preceding communication" (col. 6, lines 8-41). 

On page 14, applicant has argued: 

"Claim 34, as well as dependent claims 9, 26, and 45, are limited to updating at 
predetermined time intervals. This feature is also not disclosed or suggested by 
Gregorek or He." 

However, He disclose the "updating" by modifying a condition field in col. 6, line 
18 and at intervals determined by cycle of the predicate table maintenance. 

"Claims 4, 21 , and 38 further claim verbal messages which describe the 
connection process. The Office Action asserts that He discloses this in Table 1 . 
However, Table 1 only concerns a busy line and includes only "busy" messages. Thus, 
it has messages informing the user that no communication process can be conducted, 
but does not have messages describing the connection process. For these reasons, 
claims 4, 9, 21 , 26, 34, 38, and 45 are believed to be further distinguishable over the 
cited references. Thus, the independent claims 1, 17, 18, 34 and 35 are believed to be 
distinguishable over Gregorek and He, and are therefore not rendered obvious by 
the combination of Gregorek and He. In addition, the dependent claims 2-16, 19-33 and 
36-50 are believed to be allowable because they depend from allowable base claims 1 , 
18, and 35." 

He implicitly discloses "verbal messages which describe the connection process" 
in Table 1, Condition 1. 

Applicant has continued: 

"Further, dependent claims 13, 30, and 46 claim downloading from an outside 
source after the communication is established and subsequently substituting in future 
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attempts to establish communications. Dependent claims 15, 32, and 47 claim updating 
only upon connection of the devices. These features are not described or suggested by 
Gregorek or He. Thus claims 13, 15, 30, 32, 46, and 47 are believed to be further 
allowable over the references of record." 

As indicated in the office action above and previously, claimed subject matter in 

claims, 13, 30, and 46 for example, would have been easily realized by one skilled in 

the art based on the aforementioned combination. That is, the content of the 

advertisements change (because change in contract or agreement between the 

telephone company and the company who want to advertise or change in user 

profile/preference). Therefore, these new information will need to be changed 

accordingly and should be used in future attempts to establish communication. 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dac V. Ha whose telephone number is 571-272-3040. 
The examiner can normally be reached on 4/4. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Payne can be reached on 571-272-3024. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dac V. Ha/ 

Primary Examiner, Art Unit 261 1 



